Don’t forget your IP

TRILBY MISSO
OPENS LOGAN
CITY OFFICE

Logan Mayor Pam Parker opens Trilby
Misso’s first shopping centre-based
outlet - part of the firm's rapid retail-
style expansion.

LOGAN CITY MAYOR PAM PARKER
officially opened Queensland personal
injury law firm Trilby Misso’s new
client service centre in Logan recently.
Located at the Logan Hyperdome, it is
Trilby Misso’s fifth client service cen-
tre in South East Queensland and its
first in a major retail shopping centre.
Trilby Misso CEO Graeme McFadyen
said Trilby Misso had in 12 months
expanded from its Brisbane CBD head
office and opened client service cen-
tres at North Lakes and Morayfield on
Brisbane’s northern outskirts, as well
as at Ipswich, Robina on the Gold
Coast and now Logan. Founded by
lawyer and businessman Trilby Misso
at Redcliffe in 1956, the firm was
recently acquired by listed law compa-
ny Slater & Gordon.

“Trilby Misso wants to provide highly
valued services to local residents in
some of the most rapidly growing
areas of the state,” Mr McFadyen said.
Trilby Misso chairman Tony Hanmer
said the firm'’s client service centres
had already received 50 percent more
enquiries than expected.

“They are providing a great local service
and are easily accessible for anyone
dropping off documents, getting docu-
ments witnessed or wanting a meeting
with a lawyer,” Mr Hanmer said.
www.trilbymisso.com.au B

By Andrew Nicholson

usinesses should be nervous if
their employment agreements

fail to address who is entitled to

1 the intellectual property (IP) created by

their employees.

Often, the position in relation to any
core intellectual property which may be
developed by employees is left to chance
as a result of businesses not considering
the particular circumstances of the
employee or by not reviewing those cir-
cumstances where change occurs.

Some employers may be surprised that
the general rule is businesses do not
have any entitlement to claim the intel-

(| lectual property that is created by

employees or independent contractors,
in the absence of any agreement to the
contrary.

There is an exception to that general
rule where an employee has a ‘duty to
invent’. That exception applies as an
extension of a Common Law principal
that “any product of the work which is
created by the servant belongs to the
master”.

Recent decisions indicate the fine line
which employers tread if those matters
are left to chance.

In the University of Western Australia v
Gray [2009] Fe AFC 116, Dr Bruce Gray
was engaged as a medical researcher.

It was found he had “no duty to
invent anything” although his research
extended to technologies for the treat-
ment of cancerous tumours. In the
course of Dr Gray’s research, he devel-
oped patents in relation to those treat-
ments, which were registered.

The University of Western Australia
claimed an entitlement to the patents but
the Full Federal Court found that Dr Gray
could claim ownership as he was under no

duty to invent, even
though his research
was likely to be car-
ried out in relation to
new technology.

The Federal Court
also decided, (Courier

Pete v Metroll
Queensland  [2010] 4, 0em
FCA 735) that an Micholson.

employee who was

engaged to coordinate production of

water tanks, was entitled to the benefit

of the registered designs in those tanks.

The employee’s role included the

improvement of products.

However, he was found not to have
created a new design either in the course
of his employment or at the direction of
his employer to undertake work which
resulted in the creation of the invention.

It is vital that employers:

* Regularly conduct a health check of
their business, including any IP.

* Review core agreements, particularly
those with key staff (and contractors).
¢ Identify any IP owned by the employee
before they start work and consider how

that should be addressed.

¢ Identify who owns any intellectual
property created during the course of
the work.

* Scope the employee’s role, create a
detailed position description and
review it regularly as the employee’s
role changes. B

Andrew Nicholson is a partner at Mullins
Lawyers, Brisbane, specialising in intellectual
property, IT and franchising. Mullins Lawyers is a
member of Queensland Leaders, the organisation
helping to develop the next generation of interna-
tional businesses based in Queensland. I
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NEW CONSUMER LAW AFFECTS ALL

On January 1, 2011, all Australian
Governments will introduce a single,
national consumer protection and fair
trading law.

The Australian Consumer Law (ACL)
will replace key sections of the
Commonwealth’s Trade Practices Act
1974 and the fair trading acts of all
states and territories, including
Queensland’s Fair Trading Act 1989.
The ACL will affect almost every

Australian business. The ACL introduces
new protections for consumers, includ-
ing consumer guarantees, which are a
comprehensive set of rights and reme-
dies regarding the supply of goods and
services; the ability to ask a court to
remove unfair terms in standard form
contracts; and increased protection from
unfair and unethical business practices.
www.consumerlaw.gov.au
www.fairtrading.qld.gov.au B







